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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-6, 8-12, 13-15, 16-17, 20-22, 24, 25-26, are rejected under 35 U.S.C 
102(b) as being anticipated by Rosen et al. (US PAT: 6,014,090, hereinafter Rosen). 

Regarding claim 1, Rosen discloses an application execution system, 
comprising: a position monitoring module (132, fig. 1), a mobile element (130, fig. 1) 
associated with a position capable of being monitored by a position monitoring module 
(col. 2 lines 57-67, col. 3 lines 1-12), the mobile element having a memory including a 
set of user service preferences including a first service preference (col. 3 lines 57-61 , 
col. 5 lines 59-67, col. 6 lines 1-4), a service broadcaster (reads on 1 10/120, fig. 1) 
capable of being communicatively coupled to the mobile element and broadcasting a 
second service preference to the mobile element and a comparator module 
communicatively coupled to the mobile element to compare the first and second service 
preferences (note: comparator is implicit in the sense that user of mobile receives only 
resource address of service preferences satisfying geographic location and user profile, 
col. 8 lines 56-59, col. 6 lines 5-33). 

Regarding claim 13, Rosen discloses a mobile element, comprising: a position 
monitoring module (132, fig. 1) capable of monitoring a position associated with the 
mobile element (130, fig. 1, col. 2 lines 57-67, col. 3 lines 1-12), a first memory including 
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a first service preference, the memory capable of receiving a second service preference 
determined by the position (col. 3 lines 57-61, col. 5 lines 59-67, col. 6 lines 1-4), and a 
comparator module communicatively coupled to the memory to compare the first and 
second service preferences (note: comparator is implicit in the sense that user of mobile 
receives only resource address of service preferences satisfying geographic location 
and user profile, col. 8 lines 56-59, col. 6 lines 5-33). 

Regarding claim 16, Rosen discloses a apparatus, comprising: a processor in 
(120, fig. 1), a memory (122, fig. 1) coupled to the processor for receiving a position 
and a first service preference associated with a mobile element (130, fig. 1), a memory 
coupled to the processor including a second service preference associated with the 
position (col. 3 lines 57-61, col. 5 lines 59-67, col. 6 lines 1-4, ), and an application 
associated with the second service preference (col. 6 lines 5-33, col. 8 lines 56-59). 

Regarding claim 20, Rosen discloses a method of executing an application, 
comprising: determining a position of a mobile element (130, fig. 1, col. 2 lines 57-67, 
col. 3 lines 1-12), and selecting a second service preference associated with the 
application according to the position and a first service preference (col. 5 lines 59-67, 
col. 6 lines 1-33, col. 8 lines 56-59). 

Regarding claim 25, Rosen discloses a computer readable medium having 
program instructions stored thereon for implementing, when executed by a digital 
processing device, a method for executing an application, the method comprising: 
determining position of the a mobile element (130, fig. 1, col. 2 lines 57-67, col. 3 lines 
1-12), selecting a second service preference associated with the application according 
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to position and a first service preference retained in the mobile element (col. 5 lines 59- 
67, col. 6 lines 1-33, col. 8 lines 56-59). 

Regarding claims 2-6, 8-12, 14-15, 17, 21-22, 24, 26, Rosen further teaches the 
following: position-monitoring module includes a software program (this is implicit in as 
much as the reference teaches GPS receiver and GPS satellite system for specifying 
the geographic location of the mobile communication device: col. 3 lines 8-12), 
comparator module resides in the service broadcaster (note: comparator is implicit in 
the sense that user of mobile receives only resource address of service preferences 
satisfying geographic location and user profile, col. 8 lines 56-59, col. 6 lines 5-33), 
global positioning system receiver communicatively coupled to the position monitoring 
module (fig. 1 col. 3 lines 8-12), the mobile element includes a memory, and wherein 
the service broadcaster includes an application with the associated second service 
preference (col. 3 lines 57-61, col. 5 lines 59-67, col. 6 lines 1-4, col. 8 lines 56-59), 
application is downloaded to the memory when the first and second service preferences 
are determined to be related by the comparator module (note: comparator is implicit in 
the sense that user of mobile receives only resource address of service preferences 
satisfying geographic location and user profile, col. 8 lines 56-59, col. 6 lines 5-33), 
mobile element is a cellular telephone (col. 3 lines 42-47), second service preference is 
hotel list file (col. 5 lines 59-67, col. 6 lines 1-2), plurality of list files related to the set of 
user preferences is broadcast to the mobile element, plurality of list files is formatted as 
a selection list, selection list includes a selected number of items determined by the 
position (col. 5 lines 50-67, col. 6 lines 1-33), broadcasting the second service 
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preference to the mobile element, requesting the broadcast of the application, and 
broadcasting the application to the mobile element for downloading and execution by 
the mobile element (col. 6 lines 5-44), storing the first service preference in the mobile 
element (col. 5 lines 59-67, col. Lines 1-4), second service preference is a hotel list file 
(col. 5 lines 59-66). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rosen in 
view of Roundtree (US PAT: 6,640,098 filed 9-8-2000). 

Regarding claim 7, Rosen does not teach the following: mobile element is a 
personal Internet client. 

However, Roundtree discloses a system for obtaining service related information 
for local interactive wireless devices which teaches the following: mobile element is a 
personal Internet client (col. 5 lines 37-42). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Rosen's system to provide for the following: mobile 
element is a personal Internet client as this arrangement would facilitate accessing 
information from the internet, thus enhancing user choices for obtaining information. 
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5. Claims 18-19, 23, 27, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rosen in view of Bar et al. (US PAT: 6,456,852, filed 10-10-1997, hereinafter Bar) 
and Uchiumi (JP41 1073398A). 

Regarding claims 18-19, 23, 27, Rosen does not teach the following: a memory 
for receiving a set of capabilities associated with the mobile element, application is not 
downloaded to the mobile element if the set of capabilities associated with the mobile 
element is not in accordance with a set of application requirements associated with the 
application, sending a set of capabilities associated with the mobile element to a service 
broadcaster, and refraining from broadcasting the application to the mobile element if 
the set of capabilities associated with the mobile element is not in accordance with a set 
of application requirements associated with the application. 

However, Bar discloses internet distributed real time wireless location database 
which teaches the following: sending/broadcasting information to the user from a 
database depending upon the capability associated with a user device (fig. 1 , col. 5 
lines 42-65) and Uchiumi discloses distributed network computing system which 
teaches the following: determining application capabilities and providing an application 
service which corresponds to processing capability of each terminal (fig. 1 , see 
abstract). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Rosen's system to provide for the following: a memory for 
receiving a set of capabilities associated with the mobile element, application is not 
downloaded to the mobile element if the set of capabilities associated with the mobile 
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element is not in accordance with a set of application requirements associated with the 
application, sending a set of capabilities associated with the mobile element to a service 
broadcaster, and refraining from broadcasting the application to the mobile element if 
the set of capabilities associated with the mobile element is not in accordance with a set 
of application requirements associated with the application a this arrangement would 
provide flexibility to the user for receiving information from a server in a form suitable for 
user device, thus providing versatility for obtaining information suitable for user needs. 

Response to Arguments 
Rejection of Claims 1-6, 8-12, 13-15, 16-17, 20-22, 24, 25-26, under 35 U.S.C 
102(b) as being anticipated by Rosen et al. (US PAT: 6,014,090, hereinafter Rosen): 
regarding rejection of independent claims 1 and 13 using Rosen reference, Applicant 
argues that "it is respectfully noted that Risen does not discloses "a mobile element 
having a memory including a set of user service preferences", as claimed by Applicant. 
First, no memory is shown or described with respect to Rosen's mobile communication 
system130, 140". Regarding this, contrary to applicant's interpretation of the Rosen 
reference, Rosen not only teaches the user's profile can be stored in memory 1 12 of 
resolution server 1 10 as acknowledged by the Applicant, but he also teaches processor 
(1 1 1 , fig. 1 ) and memory (112, fig. 1) of resolution server are coupled to user interface 
device (133, fig. 1) located with the mobile communication system (130, fig. 1) rather 
than coupled through communication network (col. 3 lines 57-61). This clearly teaches 
a mobile element having a memory including a set of user service preferences because 
Rosen already teaches storing a set of user service preferences in memory (112, fig. 1, 
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col. 5 lines 59-67, col. 6 line 1) and further Rosen teaches that this memory can be 
coupled to mobile communication system as already explained. Therefore rejection of 
claims 1 and 13 is maintained. 

Regarding rejection indepdent claims 16, 20, and 25, Applicant argues that 
"Rosen does not discloses "an application associated with the second service 
preference associated with the application" as claimed by the Applicant". Contrary to 
applicant's interpretation of the Rosen reference, Rosen clearly teaches mobile user 
profile can be predefined such as user's preferred facilities and services such as 
preferred hotels, gas stations, restaurants, etc and predefine specific services 
associated with a given facility such as services for a hotel room, smoking versus non 
smoking, king size bed versus two double bed, facsimile/computer capabilities in the 
room, and so on and profile can be stored in memory (col. 5 lines 59-67). Rosen also 
teaches obtaining this information from server (col. 6 lines 12-53). In order for the user 
to obtain information about these services, application programs are implicitly required 
to obtain these services. Therefore, application is associated with user service 
preference to obtain services desired by the user by accessing server associated with 
different services facilities (col. 6 lines 45-53). Since Rosen teaches claim limitations 
claims 16, 20, and 25 as discussed above, rejection of claims 16, 20, and 25 is 
maintained. 

6. Rejection of claim 7 under 35 U.S.C 1 03(a) over Rosen in view of Roundtree (US 
PAT: 6,640,098 filed 9-8-2000): regarding rejection of claim 7, applicant puts forth 
arguments that there is no teaching or motivation to combine references. In response 
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to applicant's argument that there is no suggestion to combine the references, the 
examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is 
some teaching, suggestion, or motivation to do so found either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Rosen does not teach 
mobile element which is a personal internet client. However, secondary reference 
Roundtree teaches this element (col. 5 lines 37-42). Therefore one of ordinary skill in 
the art at the time invention was made would be motivated to combine teachings of 
Roundtree with Rosen to obtain access to vast resources available from internet. In 
View of this, Examiner submits that prima facie case of obviousness has been 
established for claim 7 by combining Rosen with Roundtree because the combination 
teaches the limitation of claim 7. 

Applicant's arguments with respect to rejection of claims 18-19, 23 and 27 are 
moot in view of new rejection as set forth in the office action above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melur Ramakrishnaiah whose telephone number is 
(703) 305-1461 . The examiner can normally be reached on M-F 6:30-4:00; every other 
FOff. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curtis Kuntz can be reached on (703)305-4708. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). fi 




Melur Ramakrishnaiah 
Primary Examiner 
Art Unit 2643 



